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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .1 7(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on January 
20, 2004 has been entered. 

Response to Arguments 

2. Applicant's arguments, see page 3 of remarks, filed January 20, 2004, with 
respect to the rejection(s)of claim(s) 1-10 under35 U.S.C. 103 (a) over Ljungmann have 
been fully considered and are persuasive. Therefore, the rejection has been withdrawn. 
However, upon further consideration, a new ground(s) of rejection is made in view of 
Keefe US 5,573,727. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1-10 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
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had possession of the claimed invention. The specification discloses achieving 
optimization from calculating the optimum arrangement of stations or the shortest 
movement distance. There is no evidence that optimization is achieve by performing 
both minimizing the movement distances and rearranging the stations. 

As to claims 3 and 4 the disclosure is insufficient for providing support for 
employing a graph theory approach and network planning technique. The specification 
and claims fail to define and describe what applicant considers "a graph theory 
approach" and "network planning technique". The specification also fails to provide any 
working examples of implementation of the graph theory and network planning 
technique for one to reasonably determine what is meant by each of the above recited 
limitations. 

4. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claims 1 and 5 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

It appears that claim 1 is intended to be a Jepson claim, in which the novelty is 
the addition of process limitations to a previous existing method. However, it is unclear 
what is the existing process being improved. The preamble of the claim cites an 
apparatus that is intended to be used in the existing method as well as the improved 
method. However, applicant has not provided clear process steps of the original 
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method. Therefore it is unclear where, how, and when the additional improvement 
steps are applied in relationship to original method. 

The specification discloses achieving optimization from calculating the optimum 
arrangement of stations or the shortest movement distance. There is no evidence that 
optimization is achieve by performing both minimizing the movement distances and 
rearranging the stations. 

It is not clear how and why one would perform both steps simultaneously in the 
process of optimization. 

Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

7. Claims 1-2, 4-7, and 10 rejected under 35 U.S.C. 102(b) as being anticipated by 
Keefe US 5,573,727. 

Keefe discloses "an improved, automatic slide specimen staining apparatus. The 
apparatus includes a covered housing containing a plurality of baths, input and 
withdrawal drawers and a three direction slide racks transport mechanism. The 
transport mechanism is controlled in its movement of slide racks, from bath to bath 
between an initial position to a final position; the transport mechanism is under the 
control of a microprocessor control system programmed with a series of staining 
schedules that are operator selective for a given slide rack input from the initial position, 
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the microprocessor control system interactively determining individual slide rack 
movement timing through selected baths." (abstract) 

The stainer comprises a casing 12 which includes a plurality of baths 20 for 
holding various concentrations of chemicals needed for the staining treatment of slide 
specimens. These baths are arranged an array comprising two parallel rows. This array 
may be linear, but is preferably a two-dimensional array as shown in order to reduce the 
distances between any two baths (implicating the possible rearrangement of the 
stations to shorten movement distances). Slide racks 21 are configured to fit into the 
baths, one at a time, and to allow immersion of the relevant portions of the slide 
specimens in order that staining can occur. 

"The staining apparatus however, is particularly beneficial for processing a 
plurality of slide racks simultaneously. Usually the slide racks would be entered one at a 
time through the entrance drawer 16 into the first position of the array within the casing 
12. Upon the operator closing the drawer 16, selecting the required schedule or 
programming a further schedule via the keypad 27, and by initiating control of the 
further slide rack by pressing switch 28, the microprocessor then makes a series of 
assessments (calculations of the shortest distance movements) before starting the 
movement of the rack through the selected schedule. In a simple schedule a slide rack 
may proceed through a series of baths and never be immersed in the same bath twice. 
In this simple case any following slide racks merely need to be delayed for a certain 
time in order to avoid any clashes caused by the further slide rack "catching up" with the 
previous slide rack. The microprocessor is able to assess the time delay required to 



Application/Control Number: 09/933,414 Page 6 

Art Unit: 1743 

avoid these clashes and thereby delays the starting of the staining schedule of the 
further slide rack until this time delay has elapsed. Although the carriage arrangement 
and its XYZ capability for movement has dramatically decreased the travel time 
between subsequent baths, the control system microprocessor must also take into 
consideration an element of travel time in moving between various racks and also since 
in this particular embodiment there is only one movement means, no two scheduled 
steps can occur at the same time. The control means microprocessor means must 
therefore not only allow for the delay time needed to avoid clashes but also the travel 
time of the carriage arrangement and the meshing of the schedules in order that the 
movement arm only needs to move one slide rack from one bath to the next at any one 
point in time. 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

10. Claims 8-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Keefe US 5,573,727. 

Keefe does not specifically disclose the device as employing a mathematical 
model comprising a graph theory approach or and external computer. 
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It would have been obvious to on of ordinary skill in the art at the time of the 
invention to recognize that an external computer may control the staining device. It is 
well known and conventional in the art for devices to be operated remotely via external 
computers to allow interfacing of numerous analysis instruments to collect and analyze 
data from each of the instruments. It is further known that the computers operate by 
using numerical code and employ graphical software to calculate and process 
information. 

Conclusion 

1 1 . The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Tseung et al., Dorenkamp et al. f Corio et al. Disclose histological 
and cytological devices. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Brian R. Gordon whose telephone number is 571-272- 
1258. The examiner can normally be reached on M-F, with 2nd and 4th F off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill Warden can be reached on 571-272-1267. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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Supervisory Patent Examiner 
Technology Center 1700 




